The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL
This appeal is fromthe final rejection of clainms 1-12,
15-19 and 21-37, which are all of the clains remaining in the
appl i cation.
THE | NVENTI ON
The appellant’s clainmed invention is directed toward a

process for making an acid am de by contacting an (Si, Ge or
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Sn substituted am no)-1,3,5-triazine having a recited general

formula with an acid hali de. Caiml1lis illustrative:

1. A process for preparing acid am des which conprises
the step of contacting:

(a) a (S, CGe or Sn substituted am no) -
1,3,5-triazine 1 represented by the
formul a: Z

NON
ASA
Q
wher ei n
Q

Z and Z' are N4<NQ I ndependent |y
selected fromthe A ON group consi sting of
hydr ogen, a N4< hydrocarbyl, a
hydr ocar byl oxy, a 72 hydr ocar byl thio, a
group represented by N=1 the formula N(Q,,
and a group represented by the

formul a
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each Qis independently selected fromthe group
consi sting of hydrogen, hydrocarbyl, hydrocarbyl oxy
hydrocarbyl and M RY),, provided that at |east one Qgroup is

MR s,

A is an n-functional anchor,
nis at |east 2,

each Z%2 is independently selected fromthe group
consi sting of hydrogen, a hydrocarbyl, a hydrocarbyl oxy, a
hydrocarbylthio and a group represented by the fornmula NQ,,

each Mis independently selected fromthe group
consisting of silicon, germaniumand tin, and

each R is independently selected fromsubstituted or
unsubstituted al kyl, al kenyl, aryl, aral kyl and al koxy groups;
and

(b) an acid halide,

under reaction conditions sufficient to produce a
correspondi ng acid am de derivati ve.

THE REFERENCES
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1990
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Mauri zi o Taddei and Federica Tenpesti, “Am nosilanes in
organi c synthesis: preparation of N, N -disubstituted
putrescei ne derivatives”, 15 Synth. Commun. 1019-24 (1985).

Chem cal Abstracts AN 107: 58801 (CA *801), abstract of Pau
Loui s Conpagnon et al., “Pyridines; XV. Synthesis of enam des
by selective N-acylation of silylated primry enam nes;
results of the regioselective netal ation of s-collidine, 2,4-

[ utidine and 2, 4-di net hyl qui noline”, Synth. 948-52 (1986).

Dennis P. Phillion et al. (Phillion), “Large-Scale Synthesis
of Pinacol |odonethaneboronate and Its Application to

(Acyl am no) net haneboronates via (Trinethylsilyl)lithioam nes”,
51 J. Og. Chem 1610-12 (1986).

Sundaranmporthi Rajeswari et al. (Rajeswari), “A New Synthesis
of Am des from Acyl Fluorides and N-Silylam nes”, 28 Tetrahed.
Lett. 5099-102 (1987).
THE REJECTI ONS
The clains stand rejected under 35 U. S.C. 8§ 103 as
follows: clainms 1-12 and 15-19 over Phillion, Rajeswari, CA

‘979 or CA ‘801, and clains 21-37 over G zycki in view of

Jacobs. %2

' dainms 29 and 30, which depend indirectly fromclaiml,
shoul d have been included in the rejections of that
i ndependent claiminstead of the rejection of independent
claim21. Because the rejections of the independent clains
are reversed, this error is not material to our deci sion.

2Clainse 9 and 29 are duplicates, as are clains 10 and 30.
Al so, claim 10 depends fromitself. The exam ner and the
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OPI NI ON

W reverse the aforenentioned rejections. W need to
address only the independent clains, i.e., clains 1 and 21, to
whi ch, respectively, the first and second rejections are
appl i ed.

Rejection of claim1

The exam ner points out that Phillion (page 1611, schene
1, conversion of 6 to 7), Rajeswari (page 5100, conversion of
1to 3), CA 979 (reaction 5), and CA ‘801 (reaction 5)
di scl ose reactions of silylam ne conpounds with acid halides
(answer, pages 4-5). The exam ner argues that the only
di fference between the appellant’s clainmed process and the
processes in the references is that they use different
silylam ne starting materials (answer, page 5). The exani ner
argues that one of ordinary skill in the art would have been
notivated to use the appellant’s (Si-substituted am no)-1, 3, 5-
triazines as the starting material in the processes of the
ref erences because they were known conpounds and, because they

are anal ogous to the starting materials in the references in

appel I ant shoul d correct these errors.
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that they are silylam nes, they woul d have been expected by
one of ordinary skill in the art to react simlarly to the
starting materials in the references (answer, pages 5 and 8).°3
Al t hough the appellant has chall enged the exam ner’s
argunent that one of ordinary skill in the art would have
expected (Si substituted amno)-1,3,5-triazines to react
simlarly to other silylam nes (brief, page 5), the exam ner
has provided no support for this argunment. The examnm ner has
provi ded nmere specul ati on, and such speculation is not a
sufficient basis for a prima facie case of obviousness. See
In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA
1967), cert. denied, 389 U S. 1057 (1968); In re Sporck, 301

F.2d 686, 690, 133 USPQ 360, 364 (CCPA 1962).

As pointed out by the appellant (brief, page 4), the

® The exam ner actually has not established that the
appellant’s (Si substituted amno)-1, 3,5-triazines were known
conmpounds. The exam ner argues that “the starting materi al
triazino [sic, triamno] 1,3,5-triazine (Melamne) is also not
novel or unobvious and is well known to a person of ordinary
skill” (answer, page 8). Melam ne, however, does not fal
within the scope of the formula in the appellant’s claim1l
which requires an Si, Ge or Sn substituted am no group. The
appel I ant, however, does not argue that the (Si, Ge or Sn
substituted amno)-1,3,5-triazines were unknown at the tine of
his invention.
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exam ner’ s argunent that application of a known process to a
new starting material woul d have been obvious to one of
ordinary skill in the art (answer, pages 5 and 8) is based

upon a per se
rule. As stated by the court inIn re Cchiai, 71 F.3d 1565,

1572, 37 USPd 1127, 1133 (Fed. Cir. 1995):

The use of per se rules, while undoubtedly |ess
| aborious than a searching conparison of the clained
invention - including all its limtations - with the
teachings of the prior art, flouts section 103 and
the fundanmental case law applying it. Per se rules
that elimnate the need for fact-specific analysis
of clainms and prior art may be admnistratively
conveni ent for PTO exam ners and the Board. |[|ndeed,
t hey have been sanctioned by the Board as well. But
reliance on per se rules of obviousness is legally
incorrect and nust cease.

The exam ner has not carried out the required fact specific
analysis. That is, the exam ner has not expl ai ned why

evi dence

relied upon by the exam ner shows that one of ordinary skil
in the art would have been led to make acid am des by the
process recited in the appellant’s clains, and woul d have had

a reasonabl e expectation of success in doing so. See In re

Vaeck, 947 F.2d 488, 493, 20 USPQR2d 1438, 1442 (Fed. Cr
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1991); Inre OFarrell, 853 F.2d 894, 902, 7 USPQ2d 1673, 1680
(Fed. Cir. 1988); In re Longi, 759 F.2d 887, 892-93, 225 USPQ
645, 648 (Fed. Cir. 1985).

The exam ner argues that the majority in In re Ross, 305
F.2d 878, 881, 134 USPQ 320, 322 (CCPA 1962), agreed with the
exam ner and the board that once the examner cited prior art
showi ng a general reaction to be old, the burden was on the
appellants to present reason or authority for believing that a
particular group in the appellants’ conpound would take part
in or affect the basic chlorination reaction disclosed in the
references. Since Ross, however, the court, as indicated by
Cchiai as set forth above and by In re Brouwer, 77 F.3d 422,
425, 37 USPQ2d 1663, 1666 (Fed. Cir. 1996), has held that
reliance upon per se rules of obviousness, such as that relied
upon by the majority in Ross, is inproper, and that, instead,
an anal ysis based upon the particular facts of a case is

required.
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The exam ner argues that Ochiai and Brouwer are not on
poi nt because, unlike in those cases, the appellant’s process
makes a known product (answer, pages 7-8).“% Regardl ess of
this factual distinction, the exam ner nust make the fact-
based anal ysis required by those cases, and the exan ner has
not done so.

For the above reasons, we conclude that the exam ner has
not carried the burden of establishing a prim facie case of
obvi ousness of the process recited in the appellant’s
i ndependent claim 1l over Phillion, Rajeswari, CA ‘979 or
CA ‘801. Consequently, we reverse the rejections over these
ref erences.

Rej ection of claim 21

Regardi ng G zycki, the exam ner argues: “The prior art

t eaches an anal ogous process of preparing am des by reacting

amno triazine wth phosgene. See colum 2, Reactions (A

* The product nade by the process in Ross, like those in
Cchi ai and Brouwer, was novel and unobvious. See Ross, 305
F.2d at 881, 134 USPQ at 322.
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and (B)” (answer, page 5).° The exam ner argues that the
appellant’s (Si, Ge or Sn substituted amno)-1,3,5-triazines
and G zycki’s am no-s-triazines which do not have an Si, Ge or
Sn substituted am no group are anal ogous in that they are both
triazines, and that one of ordinary skill in the art woul d
have been notivated to use the appellant’s triazines in

G zycki’'s process because such a person woul d have expected
anal ogous triazines to react simlarly (answer, pages 5-6).

Al t hough the appellant argues that one of ordinary skill in
the art would not have had a reasonabl e expectation of success
in making this substitution (brief, page 6), the exam ner

provi des no evidence in support of his argunent. |Instead, he
merely relies upon a per se rule of obviousness. As discussed
above regarding the rejection of claim1, such reliance upon a

per se rule is

i mproper. Accordingly, we reverse the rejection over G zycki

> Actually, in reactions (A and (B) G zycki reacts
am no-s-triazines with oxalyl chloride. G zycki teaches that
phosgenation of amnes fails when applied to am no-s-triazines
(col. 1, lines 57-62).
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in view of Jacobs.®

DECI SI ON
The rejections under 35 U . S.C. §8 103 of clainms 1-12 and
15-19 over Phillion, Rajeswari, CA 979 or CA ‘801, and clains
21-37 over G zycki in view of Jacobs, are reversed.

REVERSED

TERRY J. OWENS
Adm ni strative Patent Judge

N N N N N

¢Jacobs is relied upon by the exam ner (answer, page 6)
only for a suggestion of reacting the product of the
appellant’s claim21 with an i socyanate-reactive material as
recited in the appellant’s dependent clainms 31-33, and not for
a disclosure which renedi es the above-di scussed deficiency in
G zycki .
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TJIQ ki

HUBERT C. LORIN
Adm ni strative Patent Judge

JAMES T. MOORE
Adm ni strative Patent Judge
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Bart E. Lernman
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